East Carolina University

PATENT COMMITTEE CHARGE AND
PROCEDURES

Overview

The Patent Committee has exclusive jurisdiction over matters related to University patents and
commercialization of University owned innovations. Accordingly, the Patent Committee shall
review and consider post-provisional or post-initial patent actions to determine progress made in
development of inventions for commercial application.

Charge

The Patent Committee, appointed by the Chancellor or designee, is charged with reviewing and
recommending to the Chancellor, or his delegate, the procedures for the implementation of the
Patent Policy (POL10.40.01); resolving questions of Invention ownership that may arise between
the University, university personnel and other individuals; recommending the expenditure of the
patent royalty fund; and making such recommendations as are deemed appropriate to encourage
disclosure and assure prompt and expeditious handling, evaluation, and prosecution of patent
opportunities; and to protect the interests of both the University and the public. The Director of
Licensing and Commercialization shall chair, administer, and provide support for the Committee.

Membership

A minimum of three members is required. Preferably, Committee members should have
technical or scientific expertise that will contribute to the assessment of new inventions and
technologies within their discipline. Knowledge of intellectual property matters and/or
commercialization is desirable but not necessary. Training is provided for all new Committee
members.

Terms of Office
Members serve a twelve-month appointment, renewable based on continued interest and
ability to serve on the Committee.

To Whom the Committee Reports
Senior Vice Provost for Research and Innovation.

Standard Meeting Time
Meetings are held on a monthly basis throughout the calendar year if timely subject matter
review is required. Additional meetings may be called when necessary.

Patent Committee Meetings

The Chair of the Patent Committee or his/her designee shall prepare the Committee agendaand
distribute the relevant review materials to the Committee at least one full week prior to each
meeting. Committee meetings shall consist of an open session to discuss matters of a non-
confidential matter and a closed session for discussion of confidential materials. Closed sessions
must meet the criteria of NCGS143-318.11, generally consider 1) review and approval of minutes,
2) confidential announcements from Licensing and Commercialization, 3) review of new
inventions, and 4) review of progress made on existing inventions requiring subsequent patent
activity, such as filing of non-provisional, PCT or National Phase (international) patent applications
and maintaining issued patents. The Director of Licensing and Commercialization shall serve as
ex-officio member of the Committee. All members of the Committee, including ex-officio advisors
shall enter into a confidential disclosure agreement prior to receiving access to confidential
information.
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Review of Patent Actions

The Committee will review and consider progress made in development of inventions, post-
provisional or initial filing, such as filing of non-provisional, PCT or National Phase (international)
patent applications. The inventor(s) will provide a brief overview of progress made with the
invention, such as advancement of the science or key technical areas, recent grant support,
relevant new publications, assessment of competitive products, and a plan for future R&D.
Inventor presentations should be limited to 20 minutes, followed by 15 minutes of Q&A with the
Committee. Ideally, Committee review and assessment of an invention should be completed in
45 minutes. The Committee may utilize appropriate decision-making tools such as check lists and /
or software assessment applications to facilitate the evaluation process. The recommendation
shall be determined by majority vote of the Committee in attendance at the meeting, provided a
quorum is present. Absent a quorum, a vote may be made by those members present and later
validated on-line by the remaining committee members sufficient to meet a quorum. Following the
meeting, Licensing and Commercialization shall promptly notify the Inventor in writing of the
Committee’s recommendation. Committee recommendations may be in the form of one of the
following options:

)  Approval to refile provisional application with loss of original priority date;
) Approval for conversation of the provisional application to a U.S. non-provisional
application;

N =

3) Approval to file a PCT application;

4)  Approval to enter into National Phase filing with countries specified;

5) Request for additional information;

6)  Withhold approval;

7)  Offer to return the invention to the inventor under the terms of ECU’s Invention Release
Agreement;

8) Combination of two or more of the above;

9) Other

Meeting Minutes
Minutes are recorded for every meeting and are retained according to policy.

Expedited Review

In circumstances when expedited review is necessary due to imminent reporting deadlines prior
to the next scheduled meeting of the Committee then, at the discretion of the Chair, an expedited
review of the invention may occur. Expedited reviews shall be performed by a subcommittee
assembled by the Chair and consisting of a minimum of three voting members of the Committee.
One member of the sub-committee shall be a representative from Licensing and
Commercialization. The sub-committee’s recommendation must be unanimous and be conveyed
to the full Committee at the nextmeeting of the Committee. Expedited motions shall be in the form
of one of the following options:

1) Approval to file a U.S. non-provisional;

2) Request for Additional Information;

3) Withhold Approval;

4) Offer to return the invention to the inventor under the terms of ECU’s Invention Release
Agreement;

5) Combination of two or more of the above;

6) Other

Conflict of Interest
The Committee shall query its members prior to the beginning of each meeting to determine
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whether any real or perceived conflicts of interest may exist between a Committee member and
an inventor/invention under review. At the Committee’s discretion a member may remain for the
review of the invention or be recused, depending on severity of the conflict of interest.

Dispute Resolution

Any individual subject to the ECU Patent Policy may seek resolution to questions of invention
ownership that have arisen by filing a written request with the Chair of the Patent Committee. The
Chair shall appoint a 5-member Dispute Resolution Panel to address the dispute with at least 3
panel members being selected from the membership of the Patent Committee. The Panel will
address the request in accordance with the Dispute Resolution Procedures for Questions Related
to Invention Ownership, appended herein.

Dispute Resolution Procedures for Questions Related to Invention Ownership

Jurisdicti

In instances where questions about invention ownership arise, any individual subject to the ECU
Patent Policy (the “Complainant”) may seek resolution by submitting a Request for Review (the
“‘Request”) to the Chair of the Patent Committee (POL10.40.01). The Chair of the Patent
Committee will appoint and convene the Dispute Resolution Panel (the “Panel”) to review and
determine whether the Request meets the jurisdiction of the Panel (“Jurisdiction
Determination”). The Jurisdiction Determination must be completed within four weeks of the
receipt of the Request. If the Request does not meet the jurisdiction of the Panel, then the
Request may be dismissed. Alternatively, the Panel may allow the Complainant to amend and
resubmit the Request for further consideration.

Evid
Should the Panel make a positive Jurisdiction Determination, then the Complainant will be
invited to submit evidence via written argument and exhibits to the Panel Chair in support of the
Request. Other interested parties (“Respondents”) and/or the Office of Licensing and
Commercialization, if applicable, will be asked to respond to the Request and provide evidence
through written arguments and exhibits in support of their responses to the Request. The timing
and sequence of the submission of evidence will be determined by the Panel, but the
Complainant, any Respondent, and Licensing and Commercialization should be provided similar
timeframes for their submissions. Further, Respondents and Licensing and Commercialization

should be given the opportunity to review and respond to the evidence submitted by
Complainant, and Complainant should be given an opportunity to provide rebuttal evidence.

Thereafter, the Panel shall consider the evidence presented and determine whether a formal
hearing with the presentation of evidence via testimony is necessary. This decision rests solely
in the discretion of the Panel.

Meetings of the Panel may occur, in whole or in part, in a virtual format under secure and
confidential conditions. At any time in the process, the Complainant may withdraw his/her
Request for review by notifying the Panel Chair.

Hearing (if |

Attendance at a Hearing will be limited to members of the Panel, advisors to the Panel, the
Complainant, Respondent(s), and Licensing and Commercialization. The Complainant and if

applicable, the Respondent(s) and Licensing and Commercialization, may have one non-
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participating assistant of his/her choosing to be present during the Hearing. The identity of the
assistant must be confirmed by the parties to the Panel Chair prior to the Hearing. In no
circumstance, may an attorney of either party actively participate in the Hearing.
Notwithstanding, support to the Panel may be provided by the Office of University Counsel,
patent counsel or other advisors, as appropriate.

Strict confidentiality of all aspects of the Hearing and Hearing materials shall be required of the
parties, Panel members, assistants and witnesses.

Notice
The Chair of the Panel shall send notice to the Panel members, the Complainant, and if

applicable, to the Respondent(s) and Licensing and Commercialization to include the
following:

e Date of Hearing

e Purpose of the Hearing and the names of the parties and Panel members

¢ Instructions to provide copies of exhibits and witness lists to the Panel Chair and other
parties at least five working days before the Hearing

¢ The submission of written stipulations, if any, must be completed at least two days prior
to the Hearing

e Deadline reminders

¢ Instructions to the Complainant and, if applicable, to the Respondent(s) to bring to the
Hearing one copy of exhibits and witness list for each Panel member, and one copy for
each party, including Licensing and Commercialization.

e |If applicable, instructions to Licensing and Commercialization to bring to the Hearing one
copy of exhibits and witness list for each Panel member, and one copy for Complainant
and Respondent(s).

¢ Notice to the Complainant that amendments to the Request may not be submitted for
Panel consideration without prior approval of the Panel

Conduct of the Hearing

e The Panel Chair and all other Panel members must be present for the Hearing, whether
virtually or in person.

e The Panel Chair shall preside over the Hearing and determine, in consultation with the
Panel and Office of University Counsel, any deviations from standard order,
compliance with procedures, admissibility of evidence, and testimony of any
witnesses.

e The standard order of presentation at the Hearing shall be:

o Opening statement of Complainant, not to exceed 10 minutes

o If applicable, opening statement of Respondent(s), not to exceed 10 minutes

o If applicable, opening statement of Licensing and Commercialization, not to exceed
10 minutes

o Complainant’s case, not to exceed one hour excluding questions by Panel
members

o If applicable, Respondent(s)’ case, not to exceed one hour excluding questions
by Panel members

o If applicable, Licensing and Commercialization case, not to exceed one hour
excluding questions by Panel members
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If applicable, rebuttal by each party, not to exceed 15 minutes per party
Complainant’s closing statement, not to exceed 10 minutes

If applicable, Respondent(s)’ closing statement, not to exceed 10 minutes

If applicable, Licensing and Commercialization’s closing statement, not to exceed
10 minutes

¢ In extenuating circumstances, the Hearing may be conducted in a virtual format,
provided confidentiality is maintained by all parties.

O O O O

Deliberati IR f Panel

After the Hearing, if any, has concluded, the Panel shall convene, deliberate and make a
determination based on the materials presented in the Request, evidence provided in written
form and at the Hearing, and the arguments of the parties, as the Panel in its discretion, may
allow. For purposes of clarity, the Panel is not required to convene immediately upon
completion of a hearing, but instead, may schedule their meeting within a reasonable period
thereafter. The Panel Chair shall prepare a written report of the Panel’s findings and
recommendations for the Senior Vice Provost for Research and Innovation (“Report”).

Official R |

The Panel Chair shall submit the Report and Official Record for the Senior Vice Provost for
Research and Innovation’s review, which shall include all correspondence between the Panel
Chair, the Complainant, and if applicable, the Respondent(s) and Licensing and
Commercialization pertaining to the Request; any transcript of a hearing; and all documents
and exhibits submitted which were considered by the Panel.

Any original or unique records created by Panel Members must be forwarded to the Panel Chair
for maintenance in accordance with the records retention schedule.

The Panel Chair shall send the Report and the Official Record to the Senior Vice Provost for
Research and Innovation with a copy of the Report to the Complainant, and if applicable, to the
Respondent(s) and Licensing and Commercialization. The Report should provide a clearly
articulated recommendation. The Panel shall provide its Report within four weeks following the
Hearing, if any, or its meeting to consider the written evidence.

Vice P 's Decisi

Unless the Senior Vice Provost for Research and Innovation deems it in the best interest of the
University to adjust the deadline, the Complainant shall be notified of the Vice Provost’s decision
within six weeks of receipt of the Panel’'s Report. The decision of the Senior Vice Provost for
Research and Innovation shall be final.

Conflicts of Interest
In the event of a conflict of Interest between the Senior Vice Provost for Research and

Innovation and any of the parties, the Report shall be directed to theProvost and Vice
Chancellor for Academic Affairs for a final determination.
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